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DETAILED ACTION 

Election/Restriction 

Restriction is required under 35 U.S.C. § 121 and § 372. 

This application contains the following inventions or groups of inventions which are not 

so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 C.F.R. § 1 .499, applicant is required, in response to this action, 

to elect a single invention to which the claims must be restricted. 

Group I is, claims 1-18, drawn to a silver alloy compositions. 

Group II is, claim 19, drawn to an optical recording medium. 

Group III is, claim 20, drawn to a method for producing an optical recording medium. 

The inventions listed as Groups l-lll do not relate to a single general inventive concept 

under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 

corresponding special technical features for the following reasons: Claim 1 is obvious in 

view of references cited below accordingly the special technical features linking the 

three groups do not provide a contribution over the prior art and no single inventive 

concept exists. 

During a telephone conversation with Mr. Richard Roberts on September 1 1 , 
2008 a provisional election was made with traverse to prosecute the invention of Group 
I, claims 1-18. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 19-20 have been withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-18 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-19 of 
copending Application No. 10/575,332. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the Ag alloy reflective film 
compositions are overlapped. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 1-18 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-19 of 



copending Application No. 10/577,870. Although the conflicting claims are not identical, 
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they are not patentably distinct from each other because the Ag alloy reflective film 
compositions are overlapped. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 4-7, and 12-15 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by JP 2001-221908 (abstract, PTO-1449) or JP 2002-129259 (abstract, 
PTO-1449). 

Claims 1, 2, 3, 7, 10, 11, and 15 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by JP 2002-332568 (abstract, PTO-1449). 
All references are provided in prior office action. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 8-9 and 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over JP 2001-221908 or 2002-129259 (both are cited in PTO-1449). 



JP 2001 -221 908 or 2002-1 29259 discloses the features including the claimed 
silver alloy reflective film alloy (see their abstracts). Therefore, when prior art 
compounds essentially "bracketing" the claimed compounds in structural similarity are 
all known, one of ordinary skill in the art would clearly be motivated to make those 
claimed compounds in searching for new products in the expectation that compounds 
similar in structure will have similar properties. In re Gyurik, 596 F.2d 1 01 2, 1 01 8, 201 
USPQ 552, 557 (CCPA 1979); See In re May, 574 F.2d 1082, 1094, 197 USPQ 601, 
61 1 (CCPA 1978) and In re Hoch, 57 CCPA 1292, 1296, 428 F.2d 1341, 1344, 166 
USPQ 406, 409 (1970). As stated in In re Peterson, 315 F.3d 1325, 1329-30, 65 



Application/Control Number: 10/580,294 
Art Unit: 1793 



Page 6 



USPQ2d 1379, 1382 (Fed. Cir. 2003), that "A prima facie case of obviousness typically 
exists when the ranges of a claimed composition overlap the ranges disclosed in the 
prior art". Therefore, it would have been obvious to one of ordinary skill in the art to 
select any portion of range, including the claimed range, from the broader range 
disclosed in a prior art reference because the prior art reference finds that the prior art 
composition in the entire disclosed range has a suitable utility. Also see MPEP § 
21 31 .03 and §21 23. 



Conclusion 

The above rejection relies on the reference(s) for all the teachings expressed in 
the text(s) of the references and/or one of ordinary skill in the metallurgical art would 
have reasonably understood or implied from the text(s) of the reference(s). To 
emphasize certain aspect(s) of the prior art, only specific portion(s) of the text(s) have 
been pointed out. Each reference as a whole should be reviewed in responding to the 
rejection, since other sections of the same reference and/or various combination of the 
cited references may be relied on in future rejection(s) in view of amendment(s). 

All recited limitations in the instant claims have been meet by the rejections as 
set forth above. 

Applicant is reminded that when amendment and/or revision is required, 
applicant should therefore specifically point out the support for any amendments made 
to the disclosure. See 37 C.F.R. § 1 .1 21 ; 37 C.F.R. Part §41 .37 (c)(1 )(v); MPEP 
§714.02; and MPEP §241 1 .01 (B). 



Examiner Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to S. Ip whose telephone number is (571 ) 272-1 241 . The 
examiner can normally be reached on Monday to Thursday from 5:30 A.M. to 4:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Roy V. King, can be reached on (571)-272-1244. 

The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Sikyin lp/ 

Primary Examiner, Art Unit 1793 
September 1 1 , 2008 



